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Response to Amendment 
Amendment filed on July 17, 2007 has been entered. Claims 4-5, and 8-14 have been 
cancelled. Claims 1-3, and 6-7 are pending in the application. Claims 1-3, and 6 are withdrawn 
from consideration as directed to a non-elected invention. 

i 

Election/Restrictions 

Applicants continue to traverse the restriction requirement, as its basis is in error. 

However, the requirement was made FINAL. Applicants may submit a petition to 
Director to overturn the restriction requirement. 

Applicants state that Claim 7 has been amended to be dependent upon claim 1, thus 
incorporating all the limitations of claim 1. Per MPEP 821.04, the claims, being product and 
process of manufacture claims, should be rejoined. 

The argument is unconvincing. First of all, claim 7 does not depend upon claim 1 . 
According to MPEP 21 13 [R-l], PRODUCT-BY-PROCESS CLAIMS ARE NOT LIMITED TO 
THE MANIPULATIONS OF THE RECITED STEPS, ONLY THE STRUCTURE IMPLIED 
BY THE STEPS. Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself . The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 
227 USPQ 964, 966 (Fed. Cir. 1985). Secondly, according to MPEP 821.04, the propriety of a 
restriction requirement should be reconsidered when all the claims directed to the elected 
invention are in condition for allowance, and the nonelected invention(s) should be considered 
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for rejoinder. Since claim 7 is not allowable, the nonelected invention(s) should not be 
considered for rejoinder. 

Claim Objections 

1 . Claim 7 is objected to because of the following informalities: limitations of withdrawn 
claim 1 should be incorporated into claim 7. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Rejection of claim 7 under 35 U.S.C. 112, first paragraph, because the specification, 
while being enabling for a carbon content of more than "0" and up to 20 wt %, does not 
reasonably provide enablement for "0" carbon content has been withdrawn due to amendment. 

4. Rejection of claim 7 under 35 U.S.C. 112, first paragraph, as failing to comply with the 

4 

enablement requirement has been withdrawn due to amendment. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

4 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claim 7 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 
35 U.S.C. 103(a) as obvious over Barthel et al (US 5686054). 

4 

Barthel et al teach a hydrophobic silica prepared by silylating a pyrogenic silica (See 

■ 

column 3, lines 59-64) having primary particle size of from 2 to 50 nm (See column 3, line 53) 
with a specific surface area of 150-250 m /g (See column 3, lines 56-57), e.g. 200 m /g (See 
column 1 1, lines 1-6) with a silylating agent of formula R 1 n SiX 4 - n wherein n, R 1 and X are 
identical to that of claimed invention (See column 4, lines 24+) such as dimethyldichlorosilane 
(See column 10, line 65) in an amount of 2-100 parts by weight per 100 parts of silica (See 
column 6, lines 41-45). Clearly, the degree of hydrophobicity of silylated silica would depend on 
the amount of silylating agent: silica treated with an amount of silane in lower part of the range 
would be less hydrophobic than treated with an amount of silane in higher part of the range. 
Therefore, if partly hydrophobic silica is desired, the silylating agent should be used with e.g. 2-3 
parts per 1 00 parts of above described silica. 

If the use of 2-3 parts of silane per lOOg of silica could be argued, it is well settled that 
overlapping ranges are prima facie evidence of obviousness. In re Malagari, 184 USPQ 549 
(CCPA 1974). Therefore, it would have been obvious to one having ordinary skill in the art to 
have selected the portion of Barthel et aTs range that corresponds to the claimed range. 
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It is the Examiner's position that pyrogenic silica having 200 m /g (See column 11, lines 
1-6) treated with silane of claimed formula R 1 n SiX 4 . n in an amount of the portion of Barthel et 
aFs range that corresponds to the claimed range, per 100 parts of silica would have all claimed 
properties because the process of Barthel et al would be substantially identical to that of claimed 
invention (See Example 1 of the specification as originally filed). Namely, the treated silica 

* 

would have a contact angle 6 in air for water of less than 180°, the degree of coverage t of the 
surface of the silica with silylating agent residues, based on the total silica particle surface area, 
being 1%< t <50%, the density of the surface silanol groups SiOH ranging between a minimum 
of 0.9 and a maximum of 1.7 SiOH/nm.sup.2 particle surface area, and the particles having a 
carbon content of less than 0.1% by weight and up to 20% by weight, and a methanol number of 
less than 30. 

8. Claim 7 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 
35 U.S.C. 103(a) as obvious over Tojo et al (US 5278204). 

Tojo et al are applied here for the same reasons as set forth in paragraph 8 of the Office 
Action mailed on 3/15/2007. Tojo et al disclose silane-treated silica by treating dry method silica 
(See column 5, line 4) having a specific surface area of 100-300 m 2 /g (See column 5, lines 7-8), 
with a silane having structure of claimed formula I, e.g. allyltrimethoxysilane (See column 4, line 
65) in such an amount as to achieve a carbon content of 0.1% -5% by weight based on treated 
silica (See column 5, lines 16-20). Note that allyltrimethoxysilane has 22.2 wt % of C. Therefore, 
a carbon content of 0.1% -5 wt % would be achieved by adding 0.45-22.5 g (0.027 mmol/g - 
1.38 mmol/g) of the allyltrimethoxysilane per 100 g of silica, i.e. 0.027-1.38 mmol/g per 100-300 
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m 2 /g. Thus, per 1 00 m 2 /g of silica , the silane should be added in an amount from 0.027-1.38 
mmol/g to 0.009-0.46 mmol/g so as to achieve a carbon content of 0.1% -5% by weight. 

It is well settled that overlapping ranges are prima facie evidence of obviousness. In re 
Malagari, 184 USPQ 549 (CCPA 1974). Therefore, it would have been obvious to one having 
ordinary skill in the art to have selected the portion of Tojo et al's range that corresponds to the 

■ 

claimed range. 

It is the Examiner's position that dry method silica having treated with silane of claimed 
formula R , n SiX4- n in an amount of the portion of Tojo et al's range that corresponds to the 
claimed range, per 100 parts of silica would have all claimed properties because the process, of 
Tojo et al would be substantially identical to that of claimed invention. 

Response to Arguments 

9. Applicants' arguments filed July 17, 2007 have been fully considered but they are not 

* 

persuasive. 
Barthel et al 

(A) Applicants argue that Barthel is directed to fully hydrophobic silicas in which all 
surface silanol groups are silylated. These silicas are highly apolar. See, e.g. column 1, lines 43 - 
47. See also column 8, line 62 to page 9, line 9, where Barthel indicates that no silanol groups 
can be detected, and where the methanol number is greater than or equal to 50, more preferably 
greater than 65 and 75, respectively. 

The Examiner respectfully disagrees with this argument for the reasons discussed above 
in paragraph 7. 
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As to silanol groups not being detected, Barthel et al teach at least two embodiments 
where either pyrogenic silica from a burner (See column 3, lines 65-66) or silylated silica (See 
column 4, lines 1-3 1) is used as a starting material. Furthermore, Barthel et al teach that silane 
can be used in a wide range of from 2 parts to 100 parts per 100 g of silica. Therefore, silicas of 
wide range of hydrophobicity can be prepared using a method of Barthel et al: e.g. those having 

* 

silanol groups and those having no silanol groups. 

(B) Applicants argue that Barthel does not disclose the process limitations, i.e. an 
amount of 0.015 mmol/g to 0.15 mmol/g per 100 m2/g of BET surface area, nor does Barthel 
disclose any of the claim limitations of surface silanol content of 0.9 to 1 .7 SiOH/mn2, methanol 
number, etc. 

The Examiner respectfully disagrees with this argument. As was discussed above, Barthel 
range of 2-100 parts of silane overlaps claimed amount of 0.015 mmol/g to 0.15 mmol/g per 100 
m2/g of BET surface area. It is well settled that overlapping ranges are prima facie evidence of 
obviousness. It would have been obvious to one having ordinary skill in the art to have selected 
the portion of Barthel et al's range that corresponds to the claimed range resulting in silylated 
silica having all claimed properties. 

(C) Applicants argue that as can be seen from the tabulated results, the carbon 
contents of each of the silicas were substantially identical, yet the second and third examples 
(comparative) were not water wettable (i. e. completely hydrophobic), with methanol numbers 
much higher than those claimed, although still lower than those of Barthel, who requires a 
methanol number of 50, minimally. The comparative examples use amounts of silylating agents 
within the range disclosed by Barthel and cited by the Examiner on page 4 of the Office Action, 
yet did not result in a silica as claimed in claim 7. 
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* 

The Examiner respectfully disagrees with this argument. First of all, on page 4 of the 
Office Action the Examiner described a process completely different from processes of 
Applicants' comparative examples 2 and 3. 

The Examiner described a process exactly as Example 1 of the specification as originally 
filed, namely, treating silica having 200 m 2 /g ( not 100 m 2 /g as in comp. Example 2), with 2.86 g 

of dimethyldichlorosilane ( not 4.29 g or 9.9 g as in comp. Examples 2 and 3) , per 100 g of silica 

• • • o 

such that silica was treated with 0.1 1 mmol/g of silane per 100 m /g of silica whereas in the 

comparative example 2, Applicants used 0.22 mmol/g of silane per 100 m 2 /g of silica, and in the 

comparative example 3, Applicants used 0.29 mmol/g of silane per 100 m /g of silica. 

Tojo et al 

Applicants argue that Tojo does not teach or suggest the claim requirements of the silica 
of claim 7. The residual silanol content is not disclosed, and neither is the methanol number. 

The Examiner respectfully disagrees with this argument. Tojo discloses a process which 
is substantially identical to that of claim 1 except for overlapping range of an amount of a silane. 
However, overlapping ranges are considered to be prima facie obvious. 

■ 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elena Tsoy whose telephone number is 571-272-1429. The 
examiner can normally be reached on Monday-Thursday, 9:00AM - 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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